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DETAILED ACTION 

1. Claims 1-3 are pending. 

Information Disclosure Statement 

2. An initialed and dated copy of Applicant's IDS form 1449, filed 8/20/2004, is 
attached to the instant Office action. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-3 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 1 refers to a system, but lacks any 
tangible hardware, memory, input/outputs, and sources. This claim can then be 
interpreted as software per se, and is non-statutory. Additionally, claim 1 is directed to 
neither a "process" nor a "machine", but rather overlaps two different statutory classes 
of invention. Claims 2 and 3 refer to a method comprising programs, which is disclosed 
as software, with no reference to hardware. Additionally, claims 2 and 3 are directed to 
neither a "process" nor a "machine", but rather overlap two different statutory classes of 
invention. Proper correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-3 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 1 claims both an apparatus and methods of using the 
apparatus, wherein the apparatus is the system, and is indefinite under 35 U.S.C. 112, 
2nd paragraph. The method steps using the apparatus are ambiguous. Proper 
correction is required. 

Claims 2 and 3 claim both an apparatus and methods of using the apparatus, 
wherein the apparatus is the programs for the method, and is indefinite under 35 U.S.C. 
112, 2nd paragraph. The method for the apparatus is ambiguous. Proper correction is 
required. 

Additionally, Claim 2 recites the limitation "said annotation resources" in line 2. 
There is insufficient antecedent basis for this limitation in the claim. Proper correction is 
required. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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8. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Gertz et 
al. ("Annotating Scientific Images: A Concept Based Approach"; Gertz et al. July 2002; 
Proceedings 14th International Conference on Scientific and Statistical Database 
Management, pages 59-68). 

As per claim 1, Gertz teaches "A system for creating annotation resources, for an 
image, comprising:" (see Abstract, pg. 1) 

"a. A method to identify feature in the said image by drawing, an annotation in a 
free form manner in a transparent annotation layer placed on top of the said image, with 
an annotation tool that is specific to the type of the identified feature;" (pg. 8, Section 4. 
Prototype Application, paragraph 4, wherein a user can mark regions of interest in an 
image and assign annotation) 

"b. A method to generate a domain object for the identified feature from a domain 
class definition that is specific to the said feature type, where the said domain class 
definition specifies a list of attributes;" (pg. 8, Section 4. Prototype Application, 
paragraph 5) 

"c. A method to automatically compute values for some of the said attributes, and 
a method for users to enter values for rest of the said attributes;" (pg. 6, Section 3.2 
Annotation-level Mechanisms, paragraph 4) 

"d. A method to store the annotation geometry of the said feature in the said 
domain object;" (pg. 6, Section 3.1 Overview, paragraph 4) 
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"e. A method to store the said domain objects of the said features in database or 
file;" (pg. 2, Section 2.1 Requirements and Assumptions, paragraph 3 and Figure 3 
"DBMS") 

"f. A method to create metadata for the annotation resource" (pg. 7, Section 3.3 
Concept-level Mechanisms, paragraph 1) 

As per claim 2, Gertz teaches "A method for searching, retrieving and graphically 
rendering the said annotation resources, comprising:" (see Abstract, pg. 1) 

"a. A program to allow user to enter keywords and/or enter attribute names, 
attribute values and relationships like equal to, less than, greater than, between and 
others, for the purposes of searching metadata" (pg. 8, Section 4. Prototype Application, 
paragraph 3) 

"b. A program to use the search parameters entered in a) to find metadata 
records in database that meet the said search criteria for display as a list, to retrieve the 
annotation resource selected by user from the list, and display the annotation resource 
with the associated image in background" (pg. 4, Section 2.3 Querying an Annotation 
Graph, paragraph 4) 

"c. A program to display the annotation resource creates a transparent layer and 
renders annotations in said transparent layers" (pg. 9, Section 4. Prototype Application, 
paragraph 7) 
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"d. A program to display all the attributes of an annotated feature contained in the 
said annotation resource, when the said annotation is highlighted" (pg. 9, Section 4. 
Prototype Application, paragraph 7) 

As per claim 3, Gertz teaches "A method for tracking features and their attributes, 
in a sequence of two-dimensional images that are generated by taking an image over a 
period of time or generated by taking parallel slices of a three-dimensional image, and 
storing the tracking data in the domain objects of annotation resources, comprising:" 
(pg. 8, Section 4. Prototype Application, paragraph 1) 

"a. A program to overlay multiple transparent annotation layers corresponding to 
each of the sequence of images" (pg. 8, Section 4. Prototype Application, paragraph 1 
lines 4-8) 

"b. A program in which user chooses the background image on which the said 
multiple layers are overlaid" (pg. 8, Section 4. Prototype Application, paragraph 1) 

"c. A program in which the differences in attribute values are computed and 
stored in a user specified annotation resource" (pg. 8, Section 4. Prototype Application, 
paragraph 4) 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Romano et al. (US Patent 6,269,366 B1) 
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Cooke et al. (US Patent 6,574,629 B1) 

Cragun et al. (US Publication 2004/0260702 A1) 

Shneiderman (US Patent 7,010,751 B2) 
1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dangelino N. Gortayo whose telephone number is 
(571)272-7204. The examiner can normally be reached on M-F 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim T. Vo can be reached on (571)272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800^786-9199 (IN USA OR CANADA) or 571-272-1000. 

Dangelino N. Gortayo Tim T. Vo 

Examiner SPE 
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